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DETAILED ACTION 

1 . This non-final office action is in response to Applicant's submission filed on 
10/02/2009. Currently, claims 18-21, 28, and 32-38 are pending. Claims 32-38 are 
newly added. Claims 1-17 and 22-27 were previously canceled. 

2. Included with this office action is a copy of the previously cited, but not mailed non- 
patent literature of: L. Willcocksa, M. Lacityb, and G. Fitzgerald (1995)lnformation 
technology outsourcing in Europe and the USA: Assessment issues International 
Journal of Information Management Volume 15, Issue 5, October 1995, Pages 333- 
351 

Response to Amendment 

3. Applicant's amendments to claim18 are sufficient to overcome the 35 USC § 101 
rejection set forth in the previous office action. 

Response to Arguments 

4. Applicant argues the following: 

a. A prima facie case has not been presented with respect to the limitations 
"programmatically computing a value..." and "assigning the determined 
resources..." of claim 18. See remarks page 10 

b. Prior art teachings of Keay are silent on "programmatically selecting a 
location" with respect to claim 28. See remarks page 10. 
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5. Applicant's arguments 4. a. have been fully considered but they are not persuasive. 
While Examiner agrees the teachings of Srinivasan were not particularly pointed out 
it does not negate that Srinivasan fully teaches the previous present claim 18. 
Specifically Srinivasan teaches: 

• programmatically computing a value using the business objectives, according to 
the developed objective measurements, and the developed cost factors, and 
using the programmatically-computed value to programmatically select a 
particular location from among the candidate locations (col. 6, lines 17-49); and 

• assigning the determined resources to the programmatically-selected particular 
location (table 1 .4 at cols. 29-32 and col. 33, lines 1-53). 

6. Applicant's arguments 4.b. with respect to the rejection(s) of claim 28 under 102(e) 
have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is 
made in view of Srinivasan et al (US 6,895,382). 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claims 32-35 and 37-38 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
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convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. For example claim 
32 recites: 

• computing a gap value for each of the business objectives in each of the 
candidate locations by subtracting the location-specific score for the business 
objective from the importance value for the business objective; and 

• for each of the candidate locations, using the computed gap value for each of the 
business objectives in the candidate location, and the developed cost factors, to 
yield a cost of placing the resource in the candidate location. 

Specifically Applicant has not provided support for the gap value for each of the 
business objectives. It is noted that claims 34 and 37 recites similar unsupported claim 
language. Claims 33, 35 and 38 are rejected as dependents of claims 32, 34, and 37 
respectively which suffer similar deficiencies as those given above. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

10. Claims 18 and 28 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. The claim recites the phrase "suitable for 
assessing;" however, no guidance is give for what is encompassed in "suitable". 
For purposes of examination "suitable" is interpreted to mean any object the use 
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deems necessary. Support for this interpretation may be found in the instant 
specification at least at page 15, lines 1-5. 



Claim Rejections - 35 USC § 102 

1 1 .The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

12. Claims 18, 20, 21, and 36 are rejected under 35 U.S.C. 102(e) as being anticipated 

by Srinivasan et al (US Patent 6,895,382 B1). 
Claim 18 Srinivasan teaches a method of determining resource placement (abstract), 
comprising: 

• determining a set of business objectives suitable for assessing each of a plurality 
of candidate locations for resource placement (Srinivasan col. 2, lines 15-24, col. 
11, lines 29-48 and table 2, col. 11 and 12); 

• developing one or more objective measurements for each business objective 



(Srinivasan col. 6, lines 17-48) 
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• performing value chain analyses related to the set of business objectives, 
thereby determining what resources will potentially improve the analyzed value 
chain (Srinivasan tables 1-3); 

• developing cost factors for cost of placing the determined resources in the 
candidate locations (Srinivasan chart 1.3 rates, col. 26 and chart 1.4 staff 
transition matrix, col. 29-32 showing the delta of current cost, in-house cost and 
outsourced cost) ; 

• using computer-readable program code executed by a computer to 
programmatically compute a value for each of the candidate locations using the 
business objectives, according to the developed objective measurements, and 
the developed cost factors (Srinivasan col. 2, lines 33-37 and col. 6, lines 17- 33), 

• using computer-readable program code executed by the computer to 
programmatically select a particular location from among the candidate locations, 
based on the programmatically-computed values (Srinivasan col. 6, lines 17-49); 
and 

• assigning the determined resources to the programmatically-selected particular 
location (Srinivasan table 1 .4 at cols. 29-32 and col. 33, lines 1-53). 

Claim 20 Srinivasan teaches the method according to Claim 18, wherein the assigned 
resources are information technology personnel (Srinivasan col. 26, lines 1-5). 
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Claim 21 Srinivasan teaches the method according to Claim 18, wherein the assigned 
resources comprise monetary investments in the particular location (Srinivasan skills 
rate table col. 26, lines 30-67). 

Claim 36 Srinivasan teaches a computer program product for determining resource 
placement, the computer program product embodied on one or more computer-usable 
storage media and comprising computer-usable program code for: 

• programmatically computing a value for each of a plurality of candidate locations 
using a set of business objectives suitable for assessing each of the plurality of 
candidate locations for resource placement (Srinivasan col. 2, lines 15-24, col. 
11, lines 29-48 and table 2, col. 11 and 12), according to one or more objective 
measurements developed for each business objective, and cost factors 
developed for costs of placing resources in the candidate locations, the 
resources determined by performing value chain analyses related to the set of 
business objectives to identify what resources will potentially improve the 
analyzed value chain (Srinivasan col.1, lines 10-21 and col. 6, lines 17-33); and 

• programmatically selecting a particular location from among the candidate 
locations, based on the programmatically-computed values, for assigning the 
determined resources (Srinivasan col. 1, lines 10-21 and col. 6, lines 34-49). 
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Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over Srinivasan 
et al (US Patent 6,895,382) in view of Baker et al (Project Management, 2 nd Edition, 
published 2000). 

Claim 19 Srinivasan teaches the method according to Claim 18; and wherein 
programmatically computing the value for each of the candidate locations (Srinivasan 
col. 2, lines 33-37 and col. 6, lines 17- 33); however Srinivasan is silent on, further 
comprises estimating and accounting for any lag time characteristics discovered while 
performing the value chain analyses. 

Baker teaches wherein the computing further comprises estimating and accounting for 
any lag time characteristics discovered while performing the value chain analyses 
(Baker p.1 13). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include the invention of Srinivasan the estimating and accounting for any 
lag time characteristics discovered while performing the value chain analyses as taught 
by Baker since the claimed invention is merely a combination of old elements, and in 
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the combination each element merely would have performed the same function as it did 
separately, and one of ordinary skill in the art would have recognized that the results of 
the combination were predictable. 

15. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Keay et al 
(US Publication 2005/0065831 A1 ) in view of Srinivasan et al (US Patent 6,895,382) 

Claim 28 Keay teaches a system for assigning resources, comprising: 

• a computer comprising a processor (Keay 0002, 0041 ); 

• a set of business objectives suitable for assessing each of a plurality of one or 
more candidate locations for resource placement (Keay 0016); 

• one or more objective measurements for each business objective (Keay 0093, 
0100); 

• results of value chain analyses performed related to the set of business 
objectives, the results usable for determining what resources will potentially 
improve the analyzed value chain (Keay figures 4A & 4B and 0095-0100); 

• cost factors for costs of placing the determined resources in the candidate 
locations (Keay 0043, 0058); 

• instructions which are executable on the computer, using the processor, to 
implement functions comprising (Keay 0105): 
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o programmatically computing a value for each of the candidate locations 
using the business objectives, according to the developed objective 
measurements, and the developed cost factors (Keay 0093, 0100); and 

o using the programmatically-computed value to (Keay 0043, 0058);. 
Keay further teaches business simulations (Keay 0043) selection of business process to 
be performed (Keay 0058); however Keay does not teach the limitation of 
programmatically select a particular location from among the candidate locations, based 
on the programmatically-computed values, thereby enabling assignment of the 
determined resources for placement in the programmatically-selected particular 
location. 

Srinivasan does teach programmatically select a particular location from among the 
candidate locations, based on the programmatically-computed values, thereby enabling 
assignment of the determined resources for placement in the programmatically- 
selected particular location (Srinivasan col.6, lines 17-49) 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to include the invention of Keay programmatically select a particular location 
from among the candidate locations, based on the programmatically-computed values, 
thereby enabling assignment of the determined resources for placement in the 
programmatically-selected particular location as taught by Srinivasan since the claimed 
invention is merely a combination of old elements, and in the combination each element 
merely would have performed the same function as it did separately, and one of 
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ordinary skill in the art would have recognized that the results of the combination were 
predictable. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to FOLASHADE ANDERSON whose telephone number is 
(571 )270-3331 . The examiner can normally be reached on Monday through Thursday 
8:00 am to 5:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) 
or 571-272-1000. 



/Folashade Anderson/ 
Examiner, Art Unit 3623 

/Andre Boyce/ 

Primary Examiner, Art Unit 3623 



